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Input Field Entered

SERIAL NUMBER 86333078

LAW OFFICE
ASSIGNED

LAW OFFICE 105

MARK SECTION

MARK http://tmng-al.uspto.gov/resting2/api/img/86333078/large

LITERAL ELEMENT JACK BLACK'S LUMBERJACK AMBER ALE

STANDARD
CHARACTERS

YES

USPTO-GENERATED
IMAGE

YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font
style, size or color.

ARGUMENT(S)

The Examining Attorney has refused registration under Trademark Act Section 2(d),

15 U.S.C. § 1052(d), asserting that the Applicant’s JACK BLACK’S LUMBERJACK

AMBER ALE mark (“Applicant’s Mark”) so resembles the mark in U.S. Registration No.

2,674,658 for LUMBERJACK OATMEAL STOUT (the “Cited Mark”) that it is likely a

potential consumer would be confused, mistaken, or deceived as to the source of the goods

and/or services of Applicant and registrant.  Applicant respectfully disagrees with the

Examining Attorney’s refusal. 

First, Applicant is grateful to the Examining Attorney for the discussion of January 6,

2016 in which various issues were discussed, and it was established that “evidence of online

websites using ‘LUMBERJACK’”. . . would suffice as “evidence showing current and

actual use in the marketplace” (that is, that the statement   in the Office Action stating that



websites would not be sufficient to show current and actual use was erroneous.

Next, in determining whether a likelihood of confusion exists between marks,

the Examining Attorney may consider, among other things, the strength of the

marks.  Trademark Manual of Examining Procedure (“TMEP”) § 1207.01 (4 th ed. 2005); 

In re E. I. Du Pont DeNemours & Co., 177 U.S.P.Q.563, 567 (C.C.P.A. 1973).  With

regard to how much protection a mark receives, the strength of a mark is often the

“central issue[,] as it will determine the breadth of the mark’s protection.”   CBS Inc. v.

Liederman, 33 U.S.P.Q.2d 1333, 1335 (S.D.N.Y. 1994).  A weak mark is less

likely to leave an impression or be remembered by the relevant purchasing public,

and is less likely to be associated with a single source.  As a result, it is less likely

to be confused.  Monarch Licensing, Ltd. v. Ritam Int’l Ltd., Inc. , 24

U.S.P.Q.2d 1456, 1461 (S.D.N.Y. 1992).  Thus, if the common elements shared

between marks are words or terms that are weak, consumer confusion is less

likely.  2 J. Thomas McCarthy, McCarthy’s on Trademark and Unfair Competition , §

23:48, 23-141 (4th ed. 2004).

Evidence of third-party use falls under the sixth Du Pont factor – the “number and

nature of similar marks in use on similar goods.”   In re Du Pont, 476 F.2d at 1361.

Here, the Cited Mark is weak, because the word “Lumberjack” is commonly used in

connection with goods related to beer and ale.  As such, “Lumberjack” is not a strong mark

with respect to such goods. 

Applicant hereby submits numerous examples of U.S. trademark

registrations and ongoing and current use of the term “Lumberjack” or images

suggesting Lumberjacks (for example, Paul Bunyan) used in commerce in

connection with goods relating to food, beer and ale (see Exhibits 1 through 12).  In

particular, Exhibit 1 is a printout from a website entitled, “Inky Beer” that includes the

words, “As you may know, lumberjacks love beer.   As to a nod to their love of beer, they

have many beers named after them” (emphasis added).  Exhibit 10 is an article referencing



the use of a lumberjack character in a television advertisement used to sell Schlitz beer as

far back as the 1970s.  Numerous breweries currently sell beers and ales that include the

word “Lumberjack” in their names, or include images of lumberjacks in connection with

beer and other alcoholic beverages. 

Also, as evidenced by Exhibits 8 through 12, numerous other goods that are related to

beer and ale are sold using either the word “Lumberjack” or an image of a lumberjack;

these include beer glasses, beer bottle openers, beer mugs and similar goods.

Applicant acknowledges that the Examining Attorney is not bound by

prior USPTO decisions.  Yet, as set forth  in TMEP § 1207.01(d)(iii), evidence

of third party use of the same mark on the same and similar goods establishes

“that the consuming public is exposed to third-party use of similar marks on

similar goods … and ‘is relevant to show that a mark is relatively weak and

entitled to only a narrow scope of protection.’”  TMEP § 1207.01(d)(iii),  citing  Palm Bay

Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee, 1772, 396 F.3d 1369, 1373, 73

USPQ2d 1689, 1693 (Fed. Cir. 2005). 

Accordingly, the additional attached evidence of third party use is proof of how

marks containing the term “Lumberjack” or images of lumberjacks are used in the

marketplace.  See, e.g., Tektronix, Inc. v. Daktronics, Inc., 189 U.S.P.Q. 693, 694-95

(C.C.P.A. 1976); Plus Prods. v. Infinity-Kist Foods, Inc., 220 U.S.P.Q. 541, 544

(TTAB. 1983).  The fact that all of these uses of “Lumberjack”  can coexist in the

marketplace, and have coexisted for many years, demonstrates that (1) the Cited Mark is

weak and diluted in connection with goods relating to beer and ale, and is entitled to only a

narrow scope of protection; and (2) numerous marks containing the word “Lumberjack” or

images of lumberjacks for goods relating to beer and ale, including Applicant’s Mark, can

coexist in the marketplace without causing confusion.

          Next, Applicant respectfully submits that no likelihood of confusion can exist

because, as argued previously, the term “Lumberjack” is not the dominant portion of



Applicant’s Mark, and thus, a consumer viewing the mark JACK BLACK’S

LUMBERJACK AMBER ALE will thus not consider the middle term “Lumberjack” as a

source identifier.  See, e.g., Citigroup Inc. v. Capital City Bank Group, Inc., 637 F.3d 1344,

1356, 98 U.S.P.Q.2d 1253, 1261 (Fed. Cir. 2011). 

In fact, the TTAB and United States Court of Appeals for the Federal Circuit have

held numerous times that where two marks share a common word or words, there is no

likelihood of confusion when one mark contains an additional dominant portion.  See, e.g., 

Citigroup, Inc., 637 F.3d at 1356, 98 U.S.P.Q.2d at 1261 (holding CAPITAL CITY BANK

not likely to cause confusion with CITIBANK, because “CAPITAL” is the dominant

element of the first mark, which gives it a geographic connotation as well as a look

and sound distinct from the second); Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238,

1245, 73 U.S.P.Q.2d 1350, 1356-57 (Fed. Cir. 2004) (holding THE RITZ KIDS for clothing

and RITZ for kitchen textiles not likely to cause confusion, because, inter alia, THE RITZ

KIDS creates a different commercial impression);  In re Shawnee Milling Co., 225 U.S.P.Q.

747, 749 (TTAB 1985) (holding GOLDEN CRUST for flour, and ADOLPH’S GOLD’N

CRUST and design for coating and seasoning for food items, not likely to cause confusion,

noting that, because “GOLDEN CRUST” and “GOLD’N CRUST” are highly suggestive

as applied to the respective goods, the addition of “ADOLPH’S” is sufficient to

distinguish the marks); In re S.D. Fabrics, Inc., 223 U.S.P.Q. 54, 55-56 (TTAB 1984)

(holding DESIGNERS/FABRIC (stylized) for retail fabric store services, and DAN RIVER

DESIGNER FABRICS and design for textile fabrics, not likely to cause confusion because

of the descriptive nature of “DESIGNERS/FABRIC” and “DESIGNER FABRICS,” the

addition of “DAN RIVER” is sufficient to avoid a likelihood of confusion ) (emphasis

added).

The above-mentioned cases are highly dispositive in the current situation, because, as

is the case here, they address the issue of the addition of a dominant portion of the Mark

before words that would otherwise likely be unregistrable.  Here, the dominant portion of

Applicant’s Mark is the first part, “Jack Black’s” and the word “Lumberjack” is diluted.  



A customer viewing the mark would identify Applicant, Jack Black International, as the

source.

The Examining Attorney alleges in that the presence of “Jack Black’s” at the

beginning of Applicant’s Mark is not dispositive, as “the additional component does not

substantially alter the meaning such that the respective marks share the same connotation

and overall commercial impression.  A consumer may still associate the marks as sharing

a single source, and believe that registrant’s mark is also from the Jack Black

International Brand” (Office Action, page 3).   However, Applicant respectfully disagrees,

and submits that absent a source identifier such as “Jack Black’s,” a consumer will not

associate a mark containing the term “Lumberjack” with any particular brand, since the

term “Lumberjack” is so diluted (as evidenced by the attached Exhibits).   In fact, customer

seeing Applicant’s Mark JACK BLACK’S LUMBERJACK AMBER ALE would

associate the Mark with Applicant based at least in part on the fact that the first two words,

“JACK BLACK’S” are the dominant portion of the mark.   Thus, Applicant respectfully

submits that no likelihood of confusion exists between Applicant’s Mark and the Cited

Mark.

 In view of the above, Applicant respectfully submits that the instant application

should therefore be approved and passed to publication.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86333078 JACK BLACK'S LUMBERJACK AMBER ALE(Standard Characters,
see http://tmng-al.uspto.gov/resting2/api/img/86333078/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The Examining Attorney has refused registration under Trademark Act Section 2(d), 15

U.S.C. § 1052(d), asserting that the Applicant’s JACK BLACK’S LUMBERJACK AMBER

ALE mark (“Applicant’s Mark”) so resembles the mark in U.S. Registration No. 2,674,658

for LUMBERJACK OATMEAL STOUT (the “Cited Mark”) that it is likely a potential

consumer would be confused, mistaken, or deceived as to the source of the goods and/or

services of Applicant and registrant.  Applicant respectfully disagrees with the Examining

Attorney’s refusal. 

First, Applicant is grateful to the Examining Attorney for the discussion of

January 6, 2016 in which various issues were discussed, and it was established that

“evidence of online websites using ‘LUMBERJACK’”. . . would suffice as “evidence

showing current and actual use in the marketplace” (that is, that the statement   in the Office

Action stating that websites would not be sufficient to show current and actual use was

erroneous.



Next, in determining whether a likelihood of confusion exists between marks, the

Examining Attorney may consider, among other things, the strength of the

marks.  Trademark Manual of Examining Procedure (“TMEP”) § 1207.01 (4 th ed. 2005); In

re E. I. Du Pont DeNemours & Co., 177 U.S.P.Q.563, 567 (C.C.P.A. 1973).  With regard

to how much protection a mark receives, the strength of a mark is often the “central

issue[,] as it will determine the breadth of the mark’s protection.”   CBS Inc. v. Liederman,

33 U.S.P.Q.2d 1333, 1335 (S.D.N.Y. 1994).  A weak mark is less likely to leave an

impression or be remembered by the relevant purchasing public, and is less likely to

be associated with a single source.  As a result, it is less likely to be confused.  Monarch

Licensing, Ltd. v. Ritam Int’l Ltd., Inc. , 24 U.S.P.Q.2d 1456, 1461 (S.D.N.Y.

1992).  Thus, if the common elements shared between marks are words or terms

that are weak, consumer confusion is less likely.  2 J. Thomas McCarthy, McCarthy’s on

Trademark and Unfair Competition, § 23:48, 23-141 (4th ed. 2004).

Evidence of third-party use falls under the sixth Du Pont factor – the “number and

nature of similar marks in use on similar goods.”   In re Du Pont, 476 F.2d at 1361.

Here, the Cited Mark is weak, because the word “Lumberjack” is commonly used in

connection with goods related to beer and ale.  As such, “Lumberjack” is not a strong mark

with respect to such goods. 

Applicant hereby submits numerous examples of U.S. trademark

registrations and ongoing and current use of the term “Lumberjack” or images

suggesting Lumberjacks (for example, Paul Bunyan) used in commerce in

connection with goods relating to food, beer and ale (see Exhibits 1 through 12).  In

particular, Exhibit 1 is a printout from a website entitled, “Inky Beer” that includes the

words, “As you may know, lumberjacks love beer.   As to a nod to their love of beer,

they have many beers named after them” (emphasis added).  Exhibit 10 is an

article referencing the use of a lumberjack character in a television advertisement

used to sell Schlitz beer as far back as the 1970s.  Numerous breweries currently sell beers



and ales that include the word “Lumberjack” in their names, or include images of

lumberjacks in connection with beer and other alcoholic beverages. 

Also, as evidenced by Exhibits 8 through 12, numerous other goods that are related to

beer and ale are sold using either the word “Lumberjack” or an image of a lumberjack; these

include beer glasses, beer bottle openers, beer mugs and similar goods.

Applicant acknowledges that the Examining Attorney is not bound by

prior USPTO decisions.  Yet, as set forth  in TMEP § 1207.01(d)(iii), evidence of

third party use of the same mark on the same and similar goods establishes “that

the consuming public is exposed to third-party use of similar marks on similar

goods … and ‘is relevant to show that a mark is relatively weak and entitled to

only a narrow scope of protection.’”  TMEP § 1207.01(d)(iii),  citing  Palm Bay Imports, Inc.

v. Veuve Clicquot Ponsardin Maison Fondee, 1772, 396 F.3d 1369, 1373, 73 USPQ2d 1689,

1693 (Fed. Cir. 2005). 

Accordingly, the additional attached evidence of third party use is proof of how

marks containing the term “Lumberjack” or images of lumberjacks are used in the

marketplace.  See, e.g., Tektronix, Inc. v. Daktronics, Inc., 189 U.S.P.Q. 693, 694-95

(C.C.P.A. 1976); Plus Prods. v. Infinity-Kist Foods, Inc., 220 U.S.P.Q. 541, 544 (TTAB.

1983).  The fact that all of these uses of “Lumberjack”  can coexist in the marketplace, and

have coexisted for many years, demonstrates that (1) the Cited Mark is weak and diluted in

connection with goods relating to beer and ale, and is entitled to only a narrow scope of

protection; and (2) numerous marks containing the word “Lumberjack” or images of

lumberjacks for goods relating to beer and ale, including Applicant’s Mark, can coexist in the

marketplace without causing confusion.

          Next, Applicant respectfully submits that no likelihood of confusion can exist because,

as argued previously, the term “Lumberjack” is not the dominant portion of Applicant’s

Mark, and thus, a consumer viewing the mark JACK BLACK’S LUMBERJACK AMBER

ALE will thus not consider the middle term “Lumberjack” as a source identifier.   See, e.g., 



Citigroup Inc. v. Capital City Bank Group, Inc., 637 F.3d 1344, 1356, 98 U.S.P.Q.2d 1253,

1261 (Fed. Cir. 2011). 

In fact, the TTAB and United States Court of Appeals for the Federal Circuit have held

numerous times that where two marks share a common word or words, there is no likelihood

of confusion when one mark contains an additional dominant portion.  See, e.g., Citigroup,

Inc., 637 F.3d at 1356, 98 U.S.P.Q.2d at 1261 (holding CAPITAL CITY BANK not likely to

cause confusion with CITIBANK, because “CAPITAL” is the dominant element of the

first mark, which gives it a geographic connotation as well as a look and sound distinct

from the second); Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1245, 73 U.S.P.Q.2d

1350, 1356-57 (Fed. Cir. 2004) (holding THE RITZ KIDS for clothing and RITZ for

kitchen textiles not likely to cause confusion, because, inter alia, THE RITZ KIDS creates a

different commercial impression);  In re Shawnee Milling Co., 225 U.S.P.Q. 747, 749

(TTAB 1985) (holding GOLDEN CRUST for flour, and ADOLPH’S GOLD’N CRUST

and design for coating and seasoning for food items, not likely to cause confusion, noting

that, because “GOLDEN CRUST” and “GOLD’N CRUST” are highly suggestive as

applied to the respective goods, the addition of “ADOLPH’S” is sufficient to distinguish

the marks); In re S.D. Fabrics, Inc., 223 U.S.P.Q. 54, 55-56 (TTAB 1984) (holding

DESIGNERS/FABRIC (stylized) for retail fabric store services, and DAN RIVER

DESIGNER FABRICS and design for textile fabrics, not likely to cause confusion because of

the descriptive nature of “DESIGNERS/FABRIC” and “DESIGNER FABRICS,” the

addition of “DAN RIVER” is sufficient to avoid a likelihood of confusion ) (emphasis

added).

The above-mentioned cases are highly dispositive in the current situation,

because, as is the case here, they address the issue of the addition of a dominant portion

of the Mark before words that would otherwise likely be unregistrable.  Here, the dominant

portion of Applicant’s Mark is the first part, “Jack Black’s” and the word “Lumberjack” is

diluted.  A customer viewing the mark would identify Applicant, Jack Black International, as

the source.



The Examining Attorney alleges in that the presence of “Jack Black’s” at the

beginning of Applicant’s Mark is not dispositive, as “the additional component does not

substantially alter the meaning such that the respective marks share the same connotation and

overall commercial impression.  A consumer may still associate the marks as sharing a

single source, and believe that registrant’s mark is also from the Jack Black

International Brand” (Office Action, page 3).   However, Applicant respectfully disagrees,

and submits that absent a source identifier such as “Jack Black’s,” a consumer will not

associate a mark containing the term “Lumberjack” with any particular brand, since the term

“Lumberjack” is so diluted (as evidenced by the attached Exhibits).   In fact, customer seeing

Applicant’s Mark JACK BLACK’S LUMBERJACK AMBER ALE would associate the

Mark with Applicant based at least in part on the fact that the first two words, “JACK

BLACK’S” are the dominant portion of the mark.   Thus, Applicant respectfully submits that

no likelihood of confusion exists between Applicant’s Mark and the Cited Mark.

 In view of the above, Applicant respectfully submits that the instant application should

therefore be approved and passed to publication.
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ADDITIONAL STATEMENTS 
Disclaimer
No claim is made to the exclusive right to use "AMBER ALE" apart from the mark as shown.

FEE(S)
Fee(s) in the amount of $50 is being submitted.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Rachel J. Lin/     Date: 01/11/2016
Signatory's Name: Rachel J. Lin
Signatory's Position: Attorney of record, New York State bar member

Signatory's Phone Number: 212 216-8000
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The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.

        
RAM Sale Number: 86333078
RAM Accounting Date: 01/12/2016
        
Serial Number: 86333078
Internet Transmission Date: Tue Jan 12 09:53:45 EST 2016
TEAS Stamp: USPTO/RFR-XXX.XX.XX.XXX-2016011209534529
8932-86333078-5505982c021b4a7f9f06d3f97e
86fee07393fadfc476549a0704487b6669c5df-D
A-8662-20160111174203643047
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